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earned patent term adjustment. See 37 CFR 1.704(b). 
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1)S Responsive to communication(s) filed on 17 July 2006 , 
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3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 
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Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
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Response to Arguments . 

1. Response to Applicant's arguments concerning the rejection of claims 1-22 
under 35 U.S.C. 101 as directed to non-statutory subject matter. 

Applicant argues "the claim recites steps for transferring data from a relational 
database into a database of another kind" and ."making the data available for analysis in 
a different database as recited tin claim 1, clearly transfers data from a source database 
that makes the data usable in a destination database" and "placing the prepared data 
into the database table which is a step reciting storage of data". 

Examiner respectfully disagrees and finds the claim recites, "reading the data 
from a relational database table in the relational database into a temporary data set" 
and not into a database of another kind, a destination database or the database. The 
claims do not provide a real world result. 

The rejection of claims 1-22 under 35 U.S.C. 101 as directed to non-statutory 
subject matter is maintained. 

2. Response to Applicant's arguments of claims rejected under 35 U.S.C. 
103(a) as being unpatentable over "SAS Connections to DB2: Tools and 
Techniques" by Judy Loren ("Loren") and United States Patent Number 6,728,726 
issued to Phillip A. Bernstein et al ("Bernstein"). 

Applicant's arguments filed on July 17, 2006 have been fully considered but they 
are not persuasive. 
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2.1 Applicant argues ""claim 1 recites creating a database table for the 
relational database" These features make clear that the data analysis id performed on 
the data, which is created in the database other than the relational table that is the 
source of the data". 

In response to applicant's argument that the references fail to show certain 
features of applicant's invention, it is noted that the features upon which applicant relies 
(i.e., "analysis is performed on the data", "the database other than the relational 
database ", and "analysis of the data in the database other than the relational 
database") are not recited in the rejected claim(s). Although the claims are interpreted 
in light of the specification, limitations from the specification are not read into the claims. 
See In re Van Geuns, 988 F.2d 1181, 26 USPQ2d 1057 (Fed. Cir. 1993). 

The claim cites "creating a database table for the relational database" as 
compared to the Applicants' arguments of creating a database table for the database. 

The claim cites "placing the prepared data into the database table,_wherein the 
prepared data is ready for analysis" as compared to the Applicants' arguments that the 
analysis is performed on data which is placed in a database table other than a relational 
table. 
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2.2 Applicant argues Loren does not teach preparing the data read from the 
relational table ... to form prepared data ready for analysis, Loren does teach this 
limitation at p. 499, lines 11-12 as results returned as a relational SAS dataset. 

2.3 Applicant argues Loren does not teach creating a database table for the 
relational database. Loren does teach this limitation at p.9, line 12, as "Create Table". 

2.4 Applicant argues Examiner cited Bernstein as teaching "creating a 
database table for the relational table". Examiner cited Loren as teaching this limitation 
see p. 4, line 1 of First Office Action. 

2.5 Applicant argues Bernstein does not each "preparing data". Loren teaches 
preparing the data as cited in the First Office Action. Bernstein taught the "creating a 
temporary dataset" as cited in the First Office Action. 

2.6 In response to applicant's argument that there is no suggestion to combine 
the references, the examiner recognizes that obviousness can only be established by 
combining or modifying the teachings of the prior art to produce the claimed invention 
where there is some teaching, suggestion, or motivation to do so found either in the 
references themselves or in the knowledge generally available to one of ordinary skill in 
the art. See In re Fine, 837 F.2d 1071 , 5 USPQ2d 1596 (Fed. Cir. 1988) and In re 
Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir. 1992). In this case, Loren teaches: 
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responsive to receiving user input, identifying data from a relational database (page 
499, lines 9-1 1 , query relational database and retrieve SAS dataset); 
preparing the data read from the relational database table ...to form prepared data for 
analysis (page 499, lines 9-1 1 , SAS dataset); 

creating a database table for the relational database; and placing the prepared data into 
the database table, wherein the prepared data is ready for analysis (page 499, lines 9- 
12). 

Loren does not explicitly teach creating a temporary data set and reading data from 
a relational database table in the relational database into the temporary data set created 
in response to the user input. Bernstein does teach this limitation at col.7, lines 30-31. It 
would have been obvious to one of ordinary skill in the art at the time of the invention to 
provide storage for the results returned by a query (column 1 , lines 65-67). 

2.7 In response to applicant's argument that Bernstein et al (US 6,728, 726) 
is nonanalogous art, it has been held that a prior art reference must either be in the field 
of applicant's endeavor or, if not, then be reasonably pertinent to the particular problem 
with which the applicant was concerned, in order to be relied upon as a basis for 
rejection of the claimed invention. See In re Oetiker, 977 F.2d 1443, 24 USPQ2d 1443 
(Fed. Cir. 1992). In this case, Applicants' filed of endeavor falls under Class 707 Data 
Processing: Database and File Management or Data Structures. Bernstein is classified 
under Class 707/ 103. The use of Bernstein for the temporary data set limitation would 
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fall under Class 707 and Bernstein teaches the storage cache is a temporary table that 
contains the results of queries (column 7, lines 30-31). 



2.8 Applicant's arguments, see response filed on July 17, 2006 (section III.B), 
with respect to claims 2-3,9-10,16-17 have been fully considered and are persuasive. 
The rejection of claims 2-3, 9-10,16-17 has been withdrawn. 

DETAILED ACTION 

3. Claims 1-22 are pending. 

Information Disclosure Statement 

4. The information disclosure statement (IDS) submitted on July 1 7, 2003 was filed 
before Final Office Action. The submission is in compliance with the provisions of 37 
CFR 1 .97. Accordingly, the information disclosure statement is being considered by the 
examiner. 

Claim Rejections - 35 USC § 101 

5. 35 U.S. C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of matter, or any new 
and useful improvement thereof, may obtain a patent therefor, subject to the conditions and requirements of this title. 

Claims 1 -22 are rejected under 35 U.S.C. 101 because the claimed invention is 



directed to non-statutory subject matter. 
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To be statutory, a claimed computer-related process must either: (A) result in a 
physical transformation outside the computer for which a practical application is either 
disclosed in the specification or would have been known to a skilled artisan, or (B) be 
limited to a practical application with useful, concrete and tangible result. 

A practical application can be either physical transformation or a useful, concrete 
and tangible result. 

The claims lack the necessary physical articles or objects to constitute a machine 
or a manufacture within the meaning of 35 USC 101. They are clearly not a series of 
steps or acts to be a process nor are they a combination of chemical compounds to be 
a composition of matter. As such, they fail to fall within a statutory category. They are, at 
best, functional descriptive material per se. 

Claims 1,8,15,22 in view of the above cited MPEP sections, are not statutory 
because they merely recite a number of computing steps without producing any tangible 
result and/or being limited to a practical application. The claim language recites 
"identifying data from a relational database and creating a temporary data set", 
"reading data from a relational database table", "preparing the data", "creating a 
database table for the relational database", and "placing the prepared data into the 
database table, wherein the prepared data is ready for analysis". The claim does not 
provide a real world result as it does not store or display the results to the user. 

The machine-readable medium as recited in the claims 15-21 can be a storage 
medium as well as a "signal bearing media" or "transmission type media" as described 
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in applicant's disclosure. Claim 15, and other claims that depend in it, are not patent 
eligible because the invention recited therein is not tangibly incorporated in a computer 
readable storage medium. 



Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1,5-8, 12-15,19-22 are rejected under 35 U.S.C. 103(a) as being 

unpatentable over "SAS Connections to DB2: Tools and Techniques" by Judy 

Loren ("Loren") and United States Patent Number 6,728,726 issued to Phillip A. 

Bernstein et al ("Bernstein"). 

As per claims 1,8,15,22 Loren teaches: 

responsive to receiving user input, identifying data from a relational database (page 
499, lines 9-1 1 , query relational database and retrieve SAS dataset); 

o 

preparing the data read from the relational database table ...to form prepared data for 
analysis (page 499, lines 9-1 1 , SAS dataset); 

creating a database table for the relational database; and placing the prepared data into 
the database table, wherein the prepared data is ready for analysis (page 499, lines 9- 
12). 
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Loren does not explicitly teach creating a temporary data set and reading data from 
a relational database table in the relational database into the temporary data set created 
in response to the user input. Bernstein does teach this limitation at coL7, lines 30-31. It 
would have been obvious to one of ordinary skill in the art at the time of the invention to 
provide storage for the results returned by a query (column 1, lines 65-67). 



As per claims 5,12,19 same as claim arguments above and Loren teaches: 

wherein the temporary data set is a SAS data set (page 499, lines 11-12, SAS dataset). 

As per claims 6,13,20 same as claim arguments above and Loren teaches: 
wherein generation of output flat files is avoided (page 499, lines 6-1 1 ); 

As per claims 7,14,21 same as claim arguments above and Loren teaches: 
wherein the user input is a query (page 499, line 9). 
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7. Claims 2-4,9-11,16-18 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim apd any intervening claims. 

Conclusion 

8. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 
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Contact Information 



9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Susan Rayyan whose telephone number is (571 ) 272- 
1675. The examiner can normally be reached M-F: 8am - 4:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, John Cottingham can be reached on (571) 272-7079. The fax phone 
number for the organization where this application or proceeding is assigned is 
703-872-9306. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR 
only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Susan Rayyan 




October 11, 2006 
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